TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Thi s appeal was taken fromthe exam ner's deci sion
rejecting clains 1, 4, and 5, which are all of the clains

remai ning in the application.
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REPRESENTATI VE CLAI M

Caiml, whichis illustrative of the subject natter on
appeal , reads as foll ows:

1. A nmethod for nodifying the carbohydrate noiety on
gl ycoproteins conpri sing:

(a) treating glycoprotein-secreting CHO cells having
| ow endomannosi dase activity under cel
mai nt enance conditions with N-butyl -
deoxynojirimcin under non-denaturing
condi ti ons;

(b) secreting and purifying the glycoprotein from
the cells of step (a); and

(c) treating the secreted and purified glycoprotein
fromstep (b) wth endogl ycosi dase H under non-
denaturing conditions to provide a glycoprotein
with a single G cNAc residue at each
gl ycosyl ati on sequon, thereby facilitating the
structural and functional analysis of said
secreted and purified glycoprotein.

THE REFERENCES

In rejecting the appeal ed clains on non-prior art
grounds, the exami ner relies on these references:

Nadi ne Peyrieras et al. (Peyrieras), "Effects of the

gl ucosi dase inhibitors nojirinycin and deoxynojirimcin on the
bi osynt hesi s of nenbrane and secretory glycoproteins,” 2 The
EMBO Jour na

no. 6, 823-32 (1983)

Pedro A. Ronero and Annette Herscovics (Ronero), "Transfer of
Nongl ucosyl ated O igosaccharide fromLipid to Protein in a
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Manmmal i an Cel |l ," 34 The Journal of Biological Chenistry 15936-
40 (Dec. 5, 1986)

Frances M Platt et al. (Platt), "Mdulation of cell-surface
transferrin receptor by the imno sugar N

but yl deoxynojirinycin," 208 European Journal of Biochem stry
no. 1, 187-93 (Aug. 92)

In rejecting the appealed clains on prior art grounds,
the exam ner relies on these references:
Fleet et al. (Fleet) 4,849, 430 Jul . 18, 1989
Po-Yi ng Chan and Tinothy A. Springer (Chan), "Effect of
Lengt heni ng Lynphocyte Functi on- Associ ated Antigen 3 on

Adhesi on to CD2,
3 Mol ecular Biology of the Cell 157-66 (Feb. 1992)

E. Yvonne Jones et al. (Jones), "Crystal structure at 2.8 D
resolution of a soluble formof the cell adhesi on nol ecul e
CD2," 360 Nature 232-39 (Nov. 19, 1992)

THE REJECTI ONS

Claims 1, 4, and 5 stand rejected under 35 U S.C. § 112,
first paragraph, as based on a non-enabling disclosure. As
evi dence supporting this ground of rejection, the exam ner
relies on Peyrieras, Platt, and Ronero. Cains 1, 4, and 5
further stand rejected under 35 U.S.C. §8 103. As evidence
supporting this ground of rejection, the exam ner relies on

t he combi ned di scl osures of Jones, Chan, and Fl eet.
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On consideration of the record, we shall not sustain

t hese rejections.
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DI SCUSS| ON

Clains 1, 4, and 5 stand rejected under 35 U S.C. § 112,
first paragraph, as based on a non-enabling disclosure. This
rejection anounts to a requirenent that the clains be limted
to a method for nodifying the carbohydrate noiety on CD2
gl yco-proteins rather than "glycoproteins" generically.
According to the exam ner, any person skilled in the art to
whi ch the invention pertains "would not know how to use the
cl ai med system for any glycoprotein other than CD2." See the
Exam ner's Answer, page 4, first full paragraph.

In support of that position, the exam ner expresses a
bel i ef that sonme gl ycoproteins enconpassed by clains 1, 4, and
5 (other than CD2 gl ycoproteins) may not work. Again, see the
Exam ner's Answer, page 4, first full paragraph, including the
exam ner's reliance on Peyrieras, Platt, and Ronero. W
di sagree with this |line of reasoning.

That some gl ycoprotei ns enconpassed by the appeal ed
clains may not work is not sufficient reason to enter a
rejection based on the enabl enent requirenment of 35 U S. C

§ 112, first paragraph. As stated in Atlas Powder Co. v. E.|
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Du Pont DeNenours & Co., 750 F.2d 1569, 1576-77, 224 USPQ 409,

414 (Fed. Cir. 1984):

Even if some of the clained conbinations were

i noperative, the clainms are not necessarily invalid.

"It is not a function of the clains to specifically

exclude . . . possible inoperative substances .

." O course, if the nunber of inoperative

combi nati ons becones significant, and in effect

forces one of ordinary skill in the art to

experinment unduly in order to practice the clained

i nvention, the clainms mght indeed be invalid.

That, however, has not been shown to be the case

here. [Ctations omtted].
On this record, the exam ner has not established that the
nunmber of i1noperative gl ycoproteins enconpassed by clains 1,
4, and 5 is significant or "in effect forces one of ordinary
skill in the art to experinent unduly in order to practice the
claimed invention."” The exam ner sets forth a concl usory
statenent that "the specification fails to provi de gui dance as
to the appropriate glycoprotein features required for the
operation of the system"™ See the Exam ner's Answer, page 4,
first full paragraph. That, however, is a bald conclusion not
adequat el y supported by facts. The exam ner has not provided,

for the record, a fact-based analysis of the specification

teachings. W therefore reverse the rejection of clains 1, 4,
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and 5 under 35 U.S.C. 8 112, first paragraph, as based on a
non- enabl i ng di scl osure.

Respecting the rejection of clainms 1, 4, and 5 under
35 U.S.C. § 103 as unpatentabl e over the conbined discl osures
of Jones, Chan, and Fleet, we agree with appellants (anended
Appeal Brief, January 24, 1997) that this rejection relies on
the inperm ssible use of hindsight. W therefore reverse the
examner's rejection under 35 U.S.C. § 103.

In conclusion, we do not sustain the prior art rejection
or the non-prior art rejection of clains 1, 4, and 5. The
exam ner's decision rejecting these clains is reversed.

REVERSED

SHERVAN D. W NTERS
Adm ni strative Patent Judge

WLLIAMF. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

HUBERT C. LORIN
Adm ni strative Patent Judge
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Scott J. Meyer
Monsanto Co., A3SG
800 N. Lindbergh Bl vd.
St. Louis, MO 63167
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